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DETAILED ACTION 

Priority 

Acknowledgement is made of papers filed claiming priority from PCt/JP2004/0 19457 
filed on December 17, 2004 which itself claims priority from Japanese patent Application 
No. 2003-428258 filed on December 24, 2003. 

Information Disclosure Statement 
The IDS filed on May 30, 2006 has been considered and the initialed PTO-1449 made 
of record in the E-Red folder. 

Preliminary Amendment 

Applicants' preliminary amendment filed on May 30, 2006 has been entered. Therefore 
claims 8 and 1 2 as amended by the amendment and Claims 1 -7 and 9-1 1 and 1 3 as 
previously recited are currently pending in the Application. 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 1 to 13 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Durocher et al. (U.S. Patent Publication No. 2003/0160256 , herein after Durocher). 
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With respect to claims 1 and 8 Durocher describes a semiconductor light emitting 
device comprising: a substrate( fig. 9 # 41 )( mounting substrate -cl. 8) ; a 
semiconductor multilayer structure formed on a first main surface of the substrate (FIG. 
9 everything on top of 41) the semiconductor multilayer structure including a light 
emitting layer ( fig. 9 # 59) ; a first electrode and a second electrode formed on the 
semiconductor multilayer structure, power being supplied to the semiconductor 
multilayer structure through the first electrode and the second electrode so as to cause 
the light emitting layer to emit light; ( fig. 9 # 37,etc.) 

a phosphor film covering at least a main surface of the semiconductor multilayer 
structure which faces away from the first main surface of the substrate; ( fig. 7 # 65) 
a first terminal and a second terminal formed on a second main surface of the 
substrate; 

a first conductive member electrically connecting the first electrode to the first 
terminal; ( fig. 9 # 59, para 0054) and a second conductive member electrically 
connecting the second electrode to the second terminal. ( fig. 9 # 49, para 0048). 

With respect to claim 2 Durocher describes the semiconductor light emitting device of 
Claim 1 , wherein at least part of each of the first conductive member and the second 
conductive member is a plated-through hole provided in the substrate . ( shown in fig. 4 
#51, para 0048). 

With respect to claims 3 and 6 Durocher describes the semiconductor light emitting 
device of Claim 2, wherein the semiconductor multilayer structure is divided into a 
plurality of portions by a division groove that is deep enough to reach the substrate, and 
each of the plurality of portions is constituted as an independent light emitting element. ( 
fig. 13). 

With respect to claims 4 and 7 Durocher describes the semiconductor light emitting 
device of Claim 3, wherein the light emitting element has a diode structure, (Para 0082) 
and includes an anode electrode and a cathode electrode, ( inherent in ever diode) a 
plurality of light emitting elements are connected in series in such a manner that a 
cathode electrode of a light emitting element is connected to an anode electrode of a 
different light emitting element using a wire formed by a thin metal film, ( fig. 9 # 59) 
and an anode electrode of a light emitting element at a higher potential end of an array 
of the plurality of light emitting elements is constituted as the first electrode, and a 
cathode electrode of a light emitting element at a lower potential end of the array is 
constituted as the second electrode. ( para 0063, inherent every diode has to have either 
anode or cathode at higher potential for the device to function as diode and emit light). 

With respect to claim 5 Durocher describes the semiconductor light emitting device of 
Claim 1 , wherein at least part of each of the first conductive member and the second 
conductive member is a conductive film formed on a side surface of the substrate. ( fig. 
1 2 portion below 63) 
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With respect to claim 6 Durocher describes the semiconductor light emitting device of 
Claim 5, wherein the semiconductor multilayer structure is divided into a plurality of 
portions by a division groove that is deep enough to reach the substrate, and 
each of the plurality of portions is constituted as an independent light emitting 
element, (fig. 13). 



With respect to claim 9 Durocher describes the lighting module of Claim 8 further 
comprising: a reflective mirror surrounding a semiconductor multilayer structure of the 
semiconductor light emitting device ( claim 31 , figs., etc.) so as to reflect light emitted 
from a side surface Of the semiconductor multilayer structure in a direction substantially 
perpendicular to a first main surface of a substrate. 

The recitation, "so as to reflect light emitted from a side surface Of the semiconductor 
multilayer structure in a direction substantially perpendicular to a first main surface of a 
substrate." is taken to be a functional /particular use recitation for which patentable 
weight cannot be given. 

It is elementary that the mere recitation of a newly discovered function or property, 
inherently possessed by things in the prior art, does not cause a claim drawn to 
distinguish over the prior art. Additionally, where the Patent Office has reason to believe 
that a functional limitation asserted to be critical for establishing novelty in the claimed 
subject matter may, in fact, be an inherent characteristic of the prior art, it possesses 
the authority to require the applicant to prove that the subject matter shown to be in the 
prior art does not possess the characteristic relied on. In re Swinehart, 169 USPQ 226 
(CCPA1971). 



With respect to claim 10 Durocher describes the lighting module of Claim 9, wherein 
the mounting substrate has a depression which increases in diameter from a 
bottom to an open end, the reflective mirror is a reflective film provided on a wall of the 
depression, and the semiconductor light emitting device is mounted on the bottom of the 
depression. (Figs. 9 to 16). 

With respect to claims 1 1 and 12 Durocher describes a lighting apparatus including a 
lighting module defined in Claim 8 as a light source. ( figs.) 



With respect to claim 13 Durocher describes a manufacturing method for a 
semiconductor light emitting device, comprising steps of: 

forming a semiconductor multilayer structure including a light emitting layer on one of 
main surfaces of a substrate; ( fig.4) dividing the semiconductor multilayer structure into 
a plurality of portions each of which corresponds to the semiconductor light emitting 
device; (fig. 1 3) forming a phosphor film on and around each of the plurality of portions 



Application/Control Number: 10/580,929 Page 5 

Art Unit: 2814 

of the semiconductor multilayer structure; ( figs. # 65) and dividing the substrate for 
each of the plurality of portions. ( Fig. 13). 

Any inquiry concerning this communication or earlier communications from the 

examiner should be directed to STEVEN H. RAO whose telephone number is (571)272- 

1718. The examiner can normally be reached on 8.30-5.30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wael Fahmy can be reached on 571-272-1714. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Steven H Rao/ 
Examiner, Art Unit 2814 



/Howard Weiss/ 

Primary Examiner, Art Unit 2814 



